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REMARKS 

The Examiner rejected claims 1-2 and 9-10 under 35 U.S.C. §102(b) as allegedly being 
anticipated by Osder et at (US Patent 5,493,606). 

The Examiner rejected claims 3-8 and 11-16 under 35 U.S.C. §103(a) as allcg^ly being 

patentable over Osdcr et al (US Patent 5,493,606). 

Applicant respectfully traverses the §102 and § 103 rejections with the following 

arguments. 
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The Examiner rejected claims 1-2 and 9-10 under 35 U.S.C. §102(b) as allegedly being 
anticipated by Osdcr et al. (US Patent 5,493,606). 

Applicant respectfully contends that Osder docs not anticipate claim 1, because Osder 
docs not teach each and every feature of claim 1 . 

As a first example ofwhy Osder does not teach each and every feature of claim 1 . Osdcr 
does not teach the following feature of claim 1 : "a database that contains a pUurality of pre- 

rccoixlcd voiec prompts" 

The Examiner argues that Osder discloses: "a database that contains a plurality of 
pre-recorded voice prompts (i.e. "storage in records in the VU database to be rt^fcrenced when 
playing the prompts," col. 1 lines 60^64; "These prompt definitions are interactively generated 
by the user utilizing VU and arc stored in records in the VU database," col. 2 lines 8-23; "The 
voice for the elements can be recorded through NAP and stored in the NAP voice file. The NAP 
Message Ids corresponding to the recorded voice elements arc stored in a SPIN Data Base 
(SPINDB)," col. 3 lines 48-60; "SPIN relates the entities that it creates in the SPIN data base to a 
particular SPIN application," col.61incs 11-31)" (emphasis added).. 

Tn response. Applicant respectfully contends that the preceding citation of Osder discloses 
.storage of prompt defmitions in a database, but does not disclose storage of pre-recorded 
prompts in a database. Indeed, it is clear from Osder, col. 1, lines 42^56 that Osdcr's invention 
generates a prompts at run time from the prompt definition and therefore docs not store the 
prompt itself in adatabase. In particular, Osdcr discloses in col. I, lines 42-56 and FIG. 1 that a 
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prompt is a conibiaation of static elements and dynatnic clemcats, which are stored separately 
from each other. The prompt definition specifics which combination of static and dynamic 
elements deHnes the prompt. The dynamic element of the prompt is of course "dynamic" and is 
therefore unknown until run time. At run time, the dynamic elements for the prompt are known 
and the prompt is accordingly generated. The example of a prompt depicted in FIG. 1 of Osdcr 
is: "You have five new messages", wherein the dy.aiTiic element 'five' is mserted between the 
static elements 'you have' and 'new messages' to ficueratc the prompt at run time. Thus, the 
prompts are not pre-recorded and arc not stored in a database, as required by claun 1 . 

As a second example of why Osder does not teach each and every feature of claim 1. 
Osder does not teach the following feature ofelaim 1; "a call flow instruction that invokes a 
I prompt provides a variable that can be read from outside compiled code of the application 



voice ] 



program". 

In "Response to Arguments", the Examuier argues tluU "a meta-languagc variable to the 
Dynamic Element Table is read from outside of the Network Application". 

In response, Apphcant contends that tlie Examiner has not identified what lliis "meta- 
language variable" specifically is, and in addition, the Examiner has not identified how this 
"meta-languagc variable" is provided by a call flow instruction as required by claim I , hi light of 
the Examiner's lack of clarity and specificity, Applicant does not find the Examiner's argument 
persuasive. Applicant respectfully requests clarification fi-om the Exammer in relation to the 
aforementioned "meta-languase variable" and how it is provided in a call flow instruction. 
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As a third example oFwhy Osder does not teach each and every feature of claim 1 . Osder 
does not teach the following feature of claim 1 : "an assignment tabic that assigns a value to tlie 
variable to provide an entry point to the database ... tlmt contains a plurality ofpre-recordcd voice 

prompls". 

Applicant notes that the Examiner has identified «a meta-language variable to the 
Dynamic Element Table" as the "variable" in claim I . Therefore, the preceding feature of claim 
1 in this third example requires an assignment table that assigns a value to said meta-Iangiiage 
variable. In this regard, the Examiner's arguments are vague and therefore not persuasive. 
Applicant respectfully requests that tlie Examiner identify as clearly as possibe where and how 
Osder discloses the aforementioned "assignment table", and also the "value" that is allegedly 
assigned to the mela-languago variable. 

Based on the preceding arguments. Applicant respectfully maintains tliat Osder does not 
anticipate claim 1 , and that claim 1 is in condition for allowance. Since claim 2 depends from 
claim 1, Applicant contends thai claim 2 is likewise in condition for allowance. 

With respect to claim 9. the Examiner states: "Per claim 9, it is the method vci-sion of 
claim 1, respectively, and is rejected for the same reasons set forth in connection with the 

rejection of claim 1 above." 

In response. Applicants traverse tlie rejection of claim 9 based on Applicants' arguments 
presented supra in conjunction with claim 1 in relation to the rejection under 35 U.S.C. §1 02(b). 

Based on the preceding arguments. Applicants respectfully maintain diat Osder does not 
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anticipalc claim 9, md tliat claim 9 is in cotidition for allowance. Since claim 10 depends from 
claim 9, Applicants contend Uiat claim 1 0 is likewise in condition for allowance. 

In addition with respect to claims 2 and 10. Applicant respectfully contends that Osdcr 
does not teacli the fealarc: -wherein the database includes a first voice prompt in a first language 
and a second voice prompt in a second language, wherein the first language and the second 

language ai"e different". 

The Examiner argues: "Osdcr discloses: - the database includes a first voice prompt in a 
first language and a second voice prompt in a second language, wherein the first language and the 
second language are different (i.e. "Index Prompt Tables under three different SPIN 
applications... lo support three different languages," col. 6 lines 33-46; lines 61-67; col. 7 lines 
4-21; col. 8 lines 35-36) as claimed." 

In response, in consideration of the antecedent basis for "the database" in claims 1 and 9, 
Applicant maintains that the database that includes the voice prompts must also include the Index 
Prompt Tables, which Osder docs not disclose. Therefore, the Examiner's argument is not 
persuasive. 



The Examiner rejected claims 3-8 and 1 1-16 under 35 U.S.C. §l03(a) as allegedly being 
unpatentable over Osdcr et al (US Patent 5,493,606). 

Since claims 3-8 depend from claim 1 , which Applicant have argued supra to be 
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patentable under 35 U.S.C. § 102 over Osder, Applicants maintain that claims 3-8 are viot 
unpatentable under 35 U.S.C. §1 03(a) over Osder. 

Since claims 1 1-16 depend from claim 9, which Applicant has argued .?m/>w to be 
patentable under 35 U.S.C. §102 over Osder, Applicants maintain that claims ll-l6aretAot 
unpatentable under 35 U.S.C. §1 03(a) over Osder. 

Tn addition with respect to claims 3-8 and 11-16. Applicant rspectflilly contends that the 
lixaminer's argument for modifying Osder by features specific to claims is not persuasive. 

The Examiner argues: "Tlie modification would be obvious because one having ordinary 
skill in the art would be motivated to provide callers various voice prompt options for different 
preferences." 

In response, Applicant rspectfally contends that the Examiner has not supphed a legally 
persuasive argument as to why a person of ordinary skill in the art would modify Osder in 
relation to claims 3-8 and 1 1-16, hi particular, cslablislied case law requires that the prior art 
must contain some suggestion or incentive that would have motivated a person of ordinary skill 
in the art to modify a reference or to combine references. See Karsten Mfg. Corp. V. Cleveland 
Gulf Co., 242 F.3d 1 376. 58 U.S.P.Q.2d 1286, 1 293 (Fed. Cir. 2001 ("In holding an invention 
obvious in view of a combination of references, there must be some suggestion, motivation, or 
leaching in the prior art that would have led a person of ordinaiy skill in the art to select the 
references and combine them in a way that would produce the claimed invention"). Sec also In 
re Gordon. 733 F.2d 900, 902, 221 U.S.P.Q. 1 125, 1 127 (Fed, Cir. 1 984 ("The mere fact that the 
prior art could be so modified would not have made the motivation obvioUis unless the prior art 
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suggested the desirability of the modiflcation."). The Examiner has not made any showing of 
where Ihe prior art suggests the modifications of Osdct alleged by the Exa.nin.r to be obvious. 
Tlius. Ihc Examiner has provided a reason for the modification of Osder by speculation, and not 
by teachings of Iho prior ait. By not citing any suggestion or incentive in the prior art for the 
modifications of Osder alleged by the Examiner to be obvious, the Examiner has failed to 
establish a prima facie case of obviousness in relation to claims 3-8 and 1 M 6. 
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rONCLUSION 



Based on the preceding arguments. Applicants respectfully believe that all pending 
and the entire application meet the acceptance criteria for allowance and therefore request 
favorable action. If the Examiner believes that anytMng further would be helpful to place ■ 
application in belter condition for allowance, Applicants invites the Examiner to contact 
Applicants* representative at ihe telephone number listed below. The Director is hereby 
aulhorizcd to charge and/or credit Deposit Account No. 09-0457. 



Date: 





Jade P. Friedman 
Registration No. 44,688 



Schmciser, Olsen & Watts 
3 Lear Jet Lane, Suite 201 
Latham, New York 121 10 
(518)220-1850 
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